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REMARKS 

Applicant respectfully requests reconsideration of this application in 
view of the following remarks. This response is believed to fully address all 
issues raised in the outstanding Office Action mailed August 11, 2004. 
Furthermore, no new matter is believed to have been introduced hereby. 

Claims 1, 9-10, and 15-17 have been amended as detailed above. Claims 
18^21 have been added. Accordingly, claims 1-21 remain pending! 

Outstanding Rejections 

Claims 1-3, 8-13, and 15-17 stand rejected under 35 U.S.C. §102(b) 
over U.S. Patent No. 5,464,200 to Nakazato et aL (hereinafter "the '200 
patent"). Claims 4, 5-7, and 14 stand rejected under 35 U.S.C. §303(a) over the 
*200 patent in view of U.S. Patent Nos. 5,098,074; 5,920,758; and 6,428,000, 
respectively. Each of these rejections is fully addressed below. 

Claims 1-10 and 18-19 

Without limiting the scope of the invention, to make typographical 
changes and in an effort to impart precision to the claims (e.g., by more 
particularly pointing out the invention, rather than to avoid prior art), 
independent claim 1 has been amended as detailed above. 

As amended, claim 1 in part recites that the printed output "is deposited 
to a specific one of said plurality of output trays responsive to a selection." It is 
respectfully submitted that the '200 patent fails to teach or disclose the claimed 
combination of features such as set forth in the amended claim 1. According, 
claim 1 is in condition for allowance. 
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In particular, the '200 patent appears to generally discuss a sheet storing 
device with locking bins (see, e.g., the abstract of the '200 patent)- The 4 200 
patent stores the sheets in available (i.e., empty) trays until a user provides the 
appropriate security code to retrieve his or her stored sheets from the locking 
bins. See, e.g., the '200 patent at cohmtn 5, lines 50-66. The '200 patent fails to 
even contemplate depositing the printed output to a "specific" output surface 
responsive to a selection. In fact, the sheet storing device of the *200 patent 
makes a decision as to where the sheets should be specifically stored, based on 
availability. See, e.g., the 4 200 patent Fig. 10 and the discussion of the same at 
column 5, lines 54-66. Apparently, the '200 patent utilizes this approach to 
allow it to service a larger number of users than the number of storage bins. 
See, e.g., the '200 patent at column 5, lines 11-15. Accordingly, the 4 200 patent 
clearly fails to anticipate the claimed combination of features such as set forth 
in claim 1. 

Additionally, the *200 patent utilizes a single "take-out opening" (18) 
which teaches away from depositing the printed output to a specific one of the 
"plurality of output surfaces" (such as recited in part by claim 1). See, e.g., the 
'200 patent Fig. 12 and the discussion at column 6, lines 7-14. Hence, no 
matter which tray is used for storage, the '200 patent utilizes the same output 
opening (18). Accordingly, the "200 fails to anticipate the claimed combination 
of features as set forth in claim 1 at least for these additional reasons. 

Claims 2-10 and 18-19 depend from claim 1 and should be allowable for 
at least similar reasons, as well as additional or alternative elements that are 
recited therein but not shown in the cited prior art. As such ? the rejection of 
claims 4-7 under 35 U.S.C. §103(a) over the '200 patent in view other 
references is moot. 
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Furthermore, in rejecting claims 9 and 10 a the Office Action states that 
column 6, lilies 30-52 of the '200 patent teaches these features. Upon reviewing 
the cited section, the undersigned was unable to find any support for rejection 
of claims 9 and 10. More specifically, this section does not even contemplate 
depositing printed output to a specific one of the plurality of output surfaces 
responsive to a user-selection or selection based on the function of the printing 
system. Therefore, it is respectfully submitted that claims 9 and 10 are in 
condition for allowance for this additional reason. In the event a second Office 
Action is mailed rejecting these claims over the same cited art. Applicant 
hereby respectfully requests recitation of more detailed support for such a 
rejection to enable an appropriate response. 

Claims 11-1 7 and 20-21 

Without limiting the scope of the invention, to make typographical 
changes and in an effort to impart precision to the claims (e.g., by more 
particularly pointing out the invention, rather than to avoid prior art), 
independent claim 1 1 has been amended as detailed above. 

As amended, claim 1 1 in part recites that the printed output "is deposited 
to a specific one of said plurality of output trays responsive to a selection." It is 
respectfully submitted that the '200 patent fails to teach or disclose the .claimed 
combination of features such as set forth in the amended claim 1 1 . According, 
claim 1 1 is in condition for allowance. 

More particularly, as discussed with reference to claim 1, the sheet 
storing device of the '200 patent makes a decision as to where the sheets should 
be specifically stored, based on availability rather than depositing the printed 
output to a "specific one" of the output trays responsive to a selection. See, e.g., 
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the 1 200 patent Fig. JO and the discussion of the same at column 5, lines 54-66. 
Additionally, the single "take-out opening" of the '200 patent teaches away 
from depositing the printed output to a specific one of said "plurality of output 
trays," such as recited in part by claim 11. Accordingly, claim 11 is in 
condition for allowance. 

Claims 12- 17 and 20-21 depend from claim 11 and should be allowable 
for at least similar reasons, as well as additional or alternative elements that are 
recited therein but not shown in the cited prior art. As a result, the rejection of 
claim 14 under 35 U.S.C. § 103(a) over the '200 patent in view other references 
is moot. 

Furthermore, as discussed with reference to claims 9 and 10, in rejecting 
claims 15 and 17, the Office Action states that column 6, lines 30-52 of the 
'200 patent teaches these features. Upon reviewing the cited section, the 
undersigned was unable to find any support for rejection of claims 15 and 17. 
More specifically, this section does not even contemplate depositing printed 
output to a specific tray based on a user-selection or selection based on the 
function of the printing system. Therefore, it is respectfully submitted that 
claims 15 and 17 are in condition for allowance for this additional reason. In 
the event that a second Office Action is mailed rejecting these claims over the 
same cited art, Applicant hereby respectfully requests recitation of more 
detailed support for such a rejection to enable an appropriate response. 
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Conclusion 

Reconsideration and allowance of all claims is respectfully requested. 
The Examiner is urged to telephone the undersigned if that would expedite 
prosecution of the application. 



Respectfully Submitted, 

Roberto Obregon 

By His Representatives, 



Cayen ^ Aghevli LLC 



Dated; October 20. 2004 




Ramin Aghevli 
Reg. No. 43,462 
(720)840-6740 



Please direct correspondence to: 
Hewlett-Packard Company 
Intellectual Property Administration 
P.O. Box 272400 
Fort Collins, CO 80527-2400 
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